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The Trade-Mark Reporter 


The Current Law of Trade-Marks and Unfair 
Competition in the United States 


This publication, issued monthly, contains all current decisions 
of the law of trade-marks, trade-names and unfair competition in 
the courts of the United States, and of the several States and in 
the United States Patent Office. The text of opinions, other than 
Patent Office decisions, is given in full so far as they relate to 
trade-marks, or allied subjects, with references to the official or 
other reports, if any, in which the cases are to be found, and with 
annotations and cross references, designed to illustrate the develop- 
ment and assist in the study of this branch of the law. 

It likewise contains the text of all legislative enactments of the 
several state legislatures, and of the federal congress, relating to 
the subject. 

Thus the publication embraces the entire body of current law 
in this important field within the United States, as announced by 
courts and legislative bodies from year to year. It includes also 
all treaties and conventions relating to trade-marks to which the 
United States is a party. Each annual volume is completed with 
an index, digest and table of cases, that makes its contents readily 
accessible for reference. To these has been added a cumulative 
table of citations covering all the cases reported in the publication 
from the beginning. This feature adds immeasurably to the useful- 
ness of the publication and to the availability of the material con- 
tained in it. 

It is intended primarily for the use of laywers and is edited 
with a view to their needs and requirements. The subscription 
price is SIX DOLLARS per year in the United States, Canada 
and Mexico; elsewhere THIRTY SHILLINGS. 

A limited number of volumes for previous years can be fur- 
nished at the following prices: 

Brown Cloth 

Brown Buckram 

Digest, vols. 1-14, inc. (either binding) 

Add to the above prices five per cent for each year elapsed 
since the year of publication, except in the case of the Digest. 

Transportation extra. 


Tue Unirep States Trape-Marxk AssociaTIon, 
Publication Office, 187-189 College St., Burlington, Vt. 
Editorial Office, 82 Nassau Street, New York City. 


Address all communications to 82 Nassau Street, 


New York City. 





; 
| 
| 








CONTENTS 


United States Circuit Court of Appeals, Seventh Circuit: 
Marietta Mfg. Co. v. Federal Trade Commission 


United States District Court, Southern District of New York: 
Standard Accident Insurance Co. v. Standard Surety & 
Casualty Co. of New York 


New York Supreme Court, Appellate Division, First Depart- 
ment: 
Palu, et al. v. Lincoln Weather Strip & Screens Corpora- 
tion 


Court of Appeals of Louisiana, Second Circuit: 
Tefas v. Gatzoulas, et al. 


Supreme Court of Minnesota: 


Jarvaise Academy of Beauty Culture, et al. v. St. 


Institute of Cosmetology, Inc., et al. ............. 563 


Decisions of the Commissioner of Patents 


Copyright, 1931 
by 
The United States Trade-Mark Association 


Entered as second-class matter March 20, 1917, at the Post Office at 
Burlington, Vermont, under the act of March 3, 1879. 





to om. 
away from home! 


$60,000 improvements just completed at the New 
Colonial Hotel for your convenience and comfort. 
Every room now has bath or toilet with running 
water, radio, oscillating electric fans, modern fur- 
nishings. 

Ideally situated four blocks from the White House 
and one block from transportation lines. 


Up-to-date Coffee Shop 


RATES 


Single Rooms $2 and $2.50 daily 
With bath $3 and $3.50 single 


Double Rooms $3 and $3.50 daily 
With bath $4.50 and $5 double 


JEFF FORD, Manager Director 


THE NEW 
COLONIAL HOTEL 


fh and M.STREETS WASHINGTON, DC. 





















MARIETTA MFG. CO. V. FEDERAL TRADE COMMISSION 547 





Marietta Mra. Co. v. Feperat Trape Commission 
(50 F. [2d] 641) 





United States Circuit Court of Appeals, Seventh Circuit 


July 16, 1931 


‘Trape-Marxs—“Sani-Onyx”—ReEGIstraTION NO Derense IN Unrairn Com- 

PETITION. 

The fact that appellant had registered the word “Sani-Onyx” as 
a trade-mark held no protection, if such mark was used as a part of 
unfair method of competition. 

Unrarr Competirion—Feperat Trape Commission Act—Use or “Sani- 

Onyx” ror ArtirFiciaL Onyx—Petirion ror Review. 

The use by petitioners of the term “Sani-Onyx” to distinguish a 
substance made from silica and sold in slab form as a substitute for 
onyx or marble, both of which it resembled, held an unfair method of 
competition. 

Unram CompetTirlon—NoN-DECEPTION OF DEALERS NoT CONCLUSIVE. 
A method of competition inherently unfair, does not cease to be 
unfair because the falsity of the representation has become so well 


known to the trade that dealers, as distinguished from consumers, 
are no longer deceived. 






In equity. Petition to review an order of the Federal Trade 


Denied. 















Commission. 


Charles O. Roemler, Ralph G. Lockwood, and Virgil H. Lock- 
wood, all of Indianapolis, Ind., for petitioner. 

Robert E. Healy, Chief Counsel, Federal Trade Commission, 
Martin A. Morris, Assistant Chief Counsel, Federal Trade 
Commission, and Alfred M. Craven, all of Washington, 
D. C., for respondent. 

Edwin H. Cassels, of Chicago, Ill. (Thomas J. Downs and 

Cassels, Potter § Bentley, all of Chicago, IIll., of counsel), 

for National Ass’n. of Marble Dealers, amicus curiae. 








Before Evans and Sparks, Circuit Judges, and WiLkerson, 
District Judge. 








Witkerson, D. J.: The Marietta Manufacturing Company for 
twenty years has manufactured and sold a product used for interior 
walls, wainscoting, ceilings, table tops, counters, and other like 
purposes. This product has been advertised and sold as ‘‘Sani- 


Onyx, a Vitreous Marble.” It is not a product of nature. It is 
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neither a marble nor onyx. Its chief ingredient is silica, and 
it is manufactured in slab form and may be used in place of natural 
or quarried onyx or marble when such onyx or marble is in slab 
form. It is made in a great variety of colors, and in some of its 
colors it resembles marble and in others a type of onyx. 

The Federal Trade Commission instituted a complaint under 
section 5 of the Act of September 26, 1914, c. 811, 88 Stat. 717, 
719 (15 U. S. C. A. § 45). After appropriate proceedings an 
order was issued requiring the company to cease and desist from 
(1) using the term “Sani-Onyx, a Vitreous Marble,” or the term 
“Sani-Onyx,” as a designation of the product manufactured by it. 
and (2) representing in its advertising matter, or by other means. 
that the product which it manufactures is marble, or onyx. 

The order of the Commission rests upon findings of fact as 
follows: 

The company’s product is in competition with quarried marble 
and onyx. In order to create a demand for its product, the com- 
pany advertises in periodicals and sends out trade circulars. In 
such advertising the company designates its product as “Sani-Onyx, 
a Vitreous Marble,” or “Sani-Onyx,” and makes use of statements 
like the following: “Sani-Onyx, a Vitreous Marble. Truly mod- 
ern is this new material for bathroom and kitchen walls, ceilings. 
wainscoting. Sani-onyx offers distinctive surface textures with 
colors of rare and exquisite beauty. No substitute or makeshift. 
Sani-Onyx is a superior product fused from rock ingredients. 
“What is Sani-Onyx?’ Emphatically Sani-Onyx is not a ‘substi- 
tute.’ It is a superior modern day material for walls, ceilings, 
wainscoting—wherever in the past you have been forced to use 
conventional plaster, tile or marble.” 

This product is not a product of nature, but is a manufactured 
product, the chief ingredient of which is silica. Among the com- 
pany’s competitors are marble dealers who sell marble and onyx, 
which are put to substantially the same use as the company’s 
product. In addition to color, the product has other characteristics, 
so that under certain conditions it may be used as a substitute for 
natural onyx or marble and to that extent may be said to be arti- 
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ficial onyx or marble. The designation by the company of its 
product is false and misleading and has a tendency and capacity 
to deceive purchasers thereof into the belief that it is onyx or marble 
and to cause them to purchase it in that belief. 

The findings as to the nature of petitioner’s product, its 
resemblance in appearance, in some of its forms, to marble and 
onyx, and its use as a substitute for natural marble or onyx, are 
sustained either by the admissions of petitioner in its answer before 
the Commission or by the evidence, including the physical exhibits, 
in the record. 

Petitioners assert that the Commission’s finding that the desig- 
nation of petitioner’s product is false and misleading and has the 
tendency and capacity to deceive purchasers into the belief that 
the product is onyx or marble is not sustained by the proof. The 
product, it is asserted, is sold for the most part to jobbers, con- 
tractors, and builders, who could not possibly be misled by the 
designation or by anything in the advertising into the belief that 
they were purchasing a kind of marble or onyx. A method of 
competition, inherently unfair, does not cease to be unfair because 
the falsity of the manufacturer's representation has become so 
well known to the trade that dealers, as distinguished from con- 
sumers, are no longer deceived. The honest manufacturer’s busi- 
ness may suffer, not merely through a competitor’s deceiving his 
direct customer, the retailer, but also through the competitor’s 
putting into the hands of the retailer an unlawful instrument, which 
enables the retailer to increase his own sales of the dishonest goods, 
thereby lessening the market for the honest product. Federal 
Trade Commission v. Winstead Hosiery Co., 258 U. S. 488, 494, 
12 S. Ct. 384, 66 L. Ed. 729 [11 T.-M. Rep. 277]. It may be 
that building contractors were not deceived. Petitioner, however, 
carried on an advertising campaign, the effect of which was to 
create in the minds of the public the belief that this product was 
a kind of marble and lead them to deal with it as such in agreeing 
to specifications or buying houses. The designation was adroitly 
selected and the advertisements cunningly framed so as to go as 
far as possible in giving the false impression without transcending 
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the limits of literal truth, except in the use of the words “marble” 
and “onyx.” “Sani-Onyx,” it is stated, “is a superior product, 
fused from rock ingredients.” The word “vitreous” has some 
application to the product, but “marble” and “onyx” are wholly 
inapplicable. 

Labeling and advertisements of the kind described in the find- 
ings and shown by the record constitute an unfair method of com- 
petition, which the Trade Commission has authority to forbid. 
Federal Trade Commission v. Winstead Hosiery Co., supra; Fed- 
eral Trade Commission v. Kay, (C. C. A. 7) 85 F. (2d) 160, 162 
[19 T.-M. Rep. 400]; Masland Duraleather Company v. Federal 
Trade Commission, (C. C. A. 8) 34 F. (2d) 783 [19 T.-M. Rep. 
387]; Indiana Quartered Oak Company v. Federal Trade Commis- 
sion, (C. C. A. 2) 26 F. (2d) 840 [18 T.-M. Rep. 423]; Royal 
Baking Powder Co. v. Federal Trade Commission, (C. C. A. 2) 
281 F. 744 [12 T.-M. Rep. 140]. 

The fact that “Sani-Onyx” is registered as a trade-mark is 
no protection to petitioner, if the trade-mark is used as a part of 
an unfair method of competition. Federal Trade Commission v. 
Winstead Hosiery Co., supra; Federal Trade Commission v. Kay, 
supra. 

Petitioner urges that, even though it is forbidden to represent 
its product to the public as a “vitreous marble,” it should be per- 
mitted to retain the designation “Sani-Onyx.” Petitioner, by a 
long course of advertising, has given to the word “Sani-Onyx” a 
meaning. Its own definition of the word is “a vitreous marble.” 
If it is permitted to retain this designation of its product, it reaps a 
large part of the benefit resulting from advertising its product as a 
marble. 

The petition is denied. 
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STANDARD AccIDENT INsurRANCE CoMPANY Vv. STANDARD Surety & 
CasuaLtty Company or New York 


United States District Court, Southern District of New York 


August 4, 1931 


Unram Competirion—“Stanparp” 1n Corporate Name—“Seconpary MEAN- 
ING.” 
In an action brought by plaintiff, Standard Accident Insurance 

Company, to enjoin the use by defendant, Standard Surety & Casualty 

Company of New York, of the name “Standard,” where it appeared 

that defendant had received licenses to do business under such name 

in forty-three states; that several other insurance companies used 
the word in their corporate names, and that plaintiff's advertising 
of the name “Standard” was addressed to insurance agents and brokers, 
rather than to the general public, held that the name had not acquired 

a “secondary meaning” as exclusively identifying plaintiff's company. 
Unrair Competirion—Use or Same Worp 1n Corporate NaME. 

In the case at issue, where defendant, organized later than plain- 
tiff, embodied in its corporate name the word “Standard,” but there 
was no evidence of bad faith, or confusion on the part of clients as 
to the respective companies, held there was no unfair competition. 





















In equity. Action for alleged unfair competition in the use 


of trade-name. Bill dismissed. 





Hughes, Schurman & Dwight (Ralph H. Harris, Merritt U. 
Hayden and Benjamin P. Loder, of counsel), all of New 
York City, for plaintiff. 


Rumsey §& Morgan (David Rumsey and Louis J. Wolff, of 
counsel), all of New York City, for defendant. 

















Suit to restrain defendant from using its corporate name, Standard 
Surety & Casualty Company of New York, or any other name containing 
the word “Standard,” on the ground that such use would constitute unfair 
competition with the plaintiff which has the name Standard Accident 
Insurance Company. Both parties are insurance companies engaged only in 
the casualty and surety fields throughout the United States, and are 
consequently in direct competition with each other. 

The plaintiff was incorporated in 1884 in Michigan under the name 
Standard Life & Accident Insurance Company, which was changed in 1908 
to the present title, Standard Accident Insurance Company. It has been 
licensed to do business in every state for many years, and in New York 
State since 1888. Its only business from its inception has been casualty 
insurance and suretyship, which latter field it entered in 1922. Its original 
capital and surplus was $250,000 which had increased to $4,318,000 by 
1929 when its gross assets were $25,168,000. 
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It has issued altogether approximately 12,000,000 policies for which 
it has received a total of $299,264,000 in gross premiums. In 1930 it issued 
about 1,000,000 policies; and in 1928 received as net premiums a total of 
$19,415,000, of which $4,345,000 was received from New York State alone. 

In the last ten years it has issued policies (or surety bonds) to prob- 
ably 3,000,000 or 4,000,000 different individuals or corporations. Its organ- 
ization includes a home office in Detroit employing about 600 persons, seven- 
teen branch offices of which two are located in New York City where 180 
persons are employed, and 1,355 agencies throughout the country. 

The defendant was incorporated in 1928 in New York with a paid-in 
capital and surplus of $3,900,000, and it has issued altogether about 150,000 
policies. Its business has been gradually increasing so that for the year 
1930 it issued policies calling for total premiums of approximately 
$1,381,000. Its organization includes a home office in New York City, six 
branch offices and 1,051 agents throughout the country, and it is licensed 
to operate in forty-three states. 

F. J. Coteman, D. J.: The question presented is whether the 
defendant by the mere use of its own corporate name in the 
casualty insurance and surety fields infringes any rights of the 
plaintiff. Before considering the degree of similarity between the 
title and the effect of it, certain preliminary facts should be recog- 
nized. 

In the first place, the plaintiff has an exceedingly valuable 
good-will built on almost fifty years of honest, intelligent and 
conscientious service. [rom a small beginning it has steadily 
progressed until it is now in the foremost rank of such companies, 
and its success has been merited by the benefits which it has afforded 
its policyholders. Certainly a court should be eager to protect 
an asset so well earned. 

Furthermore, the plaintiff has been diligent to prevent any 
loss to the defendant through having to choose another name. 
Before the defendant’s incorporation the plaintiff protested against 
the choice of name and immediately after the incorporation com- 
menced this action. 

On the other hand, it was convincingly proved that the defend- 
ant’s name was chosen in good faith and without any desire to 
have it confused with the plaintiff's. 


The defendant’s organizers had about nine years previously 
started a fire insurance company under the style “Standard Insur- 
ance Company of New York,” and they still operate it under that 
name. When they decided to extend their activities to the casualty 
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and surety fields they caused the defendant to be incorporated 
under a title suggesting its relation to their older company, as was 
done in the “Aetna” and the “Continental” groups of companies. 
They had no intent to trade on plaintiff's good-will and through 
confusion of names to get any business which would otherwise 
go to the latter. 

Furthermore, aside from the use of its own corporate title 
the defendant has done nothing to cause confusion. The advertise- 
ments, printing, emblems, slogans, etc., of the two companies and 
the locations of their various offices are as different as could reason- 
ably be expected of two concerns in that line of business. I was 
well impressed by the president of the defendant and believe that 
there is no danger of the defendant’s doing anything in the future 
to increase the confusion. 

There is, of course, a strong similarity between the two names. 
While they have only one word in common, “Standard,” that 
is the dominant element in each and though not highly distinctive, 
is sufficient to cause some confusion in the minds of the general 
public. It is a common descriptive word connoting stability, gen- 
eral recognition, and conformity to established practice, and it to 
some extent suggests that the company issues the statutory standard 
form of policies. 

In determining the effect of this similarity due weight should 
be given to the system employed by casualty and surety companies 
in getting business. Unlike the life insurance companies, they make 
no direct appeal to the general public. The applications are 
brought to them by brokers or agents who have generally secured 
the business without regard to the company in which it is to be 
placed. 


At least 95 percent of all the persons who apply to the agents 
and brokers are not at all concerned about what company is to 
issue the policy; faith in the broker or agent and in the state insur- 
ance department is substituted for reliance upon the reputation of 
the individual company. As to them, the name of the company is 
not considered and its possible confusion with another is immate- 
rial. The remaining 5 percent of the applicants (whose business, 
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however, is 15 or 20 percent of the total) are practically all insur- 
ance experts, such as insurance managers of large industrial cor- 
porations and they choose the company after an investigation of 
its record and resources. 

With them a mere similarity in names would generally be 
insufficient to cause confusion. 

The good-will of casualty and surety companies is, therefore, 
not so closely tied up to their names as is that of commercial 
companies or even life insurance corporations, and a similarity 
is not so important to them. The brokers, agents and insurance 
managers who actually decide in what company to place the busi- 
ness are sufficiently familiar with the personnel, location, etc., 
of the various companies that they could not be misled by mere 
similarity of names as the general public would be. 

This is shown by the large number of insurance companies 
with very similar names. For instance, there are fifteen companies 
having “Standard” as the first word of their titles and three having 
it as the second. There are seventy-seven having “American” 
as the first word; fifty-three having “National”; twenty-two, 
“United States’; twenty-one, “Federal”; twenty-one, “Central” ; 
twenty, “Farmers’’; seventeen, “Fidelity” ; twelve, ““Lumbermans” ; 
twenty-one, “Merchants”; thirteen, ‘“‘Employers’; fourteen, 
“Home”; ten, “Industrial’’; seventeen, “Bankers”; twenty-four, 
“Western”; twelve, “Security”; sixteen, “Pacific’’; eleven, ‘“Lib- 
erty’; fifteen, “General’’; nine, “Continental”; fourteen, ‘“South- 
ern.” 

In considering these numerous instances of similarity it is 
important to have in mind that they include all lines of insurance 
except life, and that companies in different lines do not compete 


with each other. There remain, however, many in the same lines 


with strikingly similar names; for example, in the casualty and 
surety line there are “General Casualty,’ “General Accident,” 
“General Casualty and Surety” and “General Surety”; “Southern 
Casualty,” “Southern Indemnity,” “Southern Fidelity” and ‘“South- 
ern Surety”; “United States Guarantee,” “United States Casualty” 
and “United States Fidelity and Guaranty.” 
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Furthermore, even where there is no competition because the 
companies are in different lines of insurance, the business is largely 
handled by the same brokers, agents and insurance managers, 
and if the mere similarity of names were likely to cause confusion 
the practice would have been found objectionable for the reasons 
set forth in the Yale Corp. v. Robertson, 26 Fed. (2d) 972 [18 
T.-M. Rep. 521]. 

The conclusion that must be drawn, therefore, is that the 
possibility of confusing the general public is by no means the 
test to be applied, and that the professional insurance men and 
experts who are in a sense the plaintiff's public, are not likely to be 
misled merely by the degree of similarity in this case. The plaintiff 
contends, however, that the word “Standard” has through fifty 
years of use become so closely identified with the plaintiff that 
it has acquired a secondary meaning and would be understood 
when used in connection with the casualty or surety business, as 
referring only to the plaintiff. 

The plaintiff has advertised extensively, but never to the gen- 
eral public. It has published house organs for its own agency 
force; has periodically circularized a large mailing list composed 
of the mailing lists of its own agents and averaging about 240,000 
names; has advertised in the trade journals devoted to the casualty 
and surety business; and has spent $942,000 on all its advertising 
in the last seven years. In it the plaintiff has referred to itself 
as “The Standard” and the “Standard Accident Insurance Com- 
pany.” 

But as bearing on the question whether the word “Standard” 
has become synonymous with the plaintiff's name, it must be borne 
in mind that those to whom it was addressed were largely the class 
of brokers, agents and insurance managers who were not only 
familiar but dealt with many other insurance companies having it 
as the first word of their titles. 

It is true these other companies were, with one exception, not 
in the casualty and surety line, but they would nevertheless be 


a great deterrent to the word acquiring a secondary meaning as 
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referring only to the plaintiff. Two of those companies had long 
antedated the plaintiff in its use. 

Numerous witnesses testified either in open court or by deposi- 
tion, for either the plaintiff or for the defendant, as to whether 
the word “Standard” has become synonymous with the plaintiff's 
name and whether the similarity would cause confusion. This 
testimony is about equally cogent on both sides. Furthermore, 
the plaintiff proved a number of instances of actual confusion, 
principally involving misdirected or misdelivered mail. 

In no case did the confusion involve a loss of business to the 
plaintiff. They were practically all errors of clerical workers 
who misdirected mail to the plaintiff which should have gone to the 
defendant, and not errors of insurance men who were confused as 
to which company they were dealing with. Considering the large 
amount of mail received by both companies and the numerous 
transactions in which they participated I do not find these instances 
of confusion impressive. Many such would occur even if the names 
were very dissimilar. 

The defendant, on the other hand, proved that the insurance 
commissioners in the forty-three states where it applied for licenses 
under its present name unanimously granted them, notwithstanding 
the plaintiff had previously been granted a license in each of the 
states. There were thus uniform rulings by the forty-three insur- 
ance departments that the two names were not so similar as to 
result in unfair competition. In several of the states the rulings 
were made over the active opposition of the plaintiff. While these 
determinations are, of course, not binding on the court, they are 
of weight because they express the opinion of disinterested public 
officers whose duty it was to prevent the alleged wrong, and who, 
presumably, were familiar with the business. 

Considering all the facts and circumstances I have come to 
the conclusion that the word “Standard” has not acquired in the 


plaintiff's line of business the generally recognized secondary mean- 
ing which would make it the equivalent of the plaintiff's name; that 
the names of the two parties are not so similar as to confuse those 
who in the ordinary course would have occasion to distinguish 
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between them; and that, therefore, there is no unfair competition 
by the defendant. 

Undoubtedly, the plaintiff has frequently been designated 
“The Standard” when there was no occasion to distinguish it from 
any other company with that word in its title; and undoubtedly, 
also, there will be isolated instances of confusion by persons dealing 
with either of the parties. But I do not believe that the plaintiff 
is entitled to appropriate to its exclusive use so common and desir- 
able a word as “Standard” without a much stronger showing than 
presented in this case. 
Decree for defendant. 








Pau, eT AL. v. Lincotn Weatuer Strip & Screens Corporation 
(251 N. Y. Supp. 52) 


New York Supreme Court, Appellate Division, First Department 
June 24, 1931 






Trape-Marxs—Uwnrair Competirion—Ricutr to SuRNAME. 
In an action brought by a member of a co-partnership, namely, 
Harry Palu, to enjoin defendant from the use of the family name in 
its corporate title, the evidence held not sufficient to prove agreement 
between partners to the effect that at dissolution of the partnership, 
the firm name and trade-marks were to belong to a certain partner. 
‘Trave-Marxs—Trape-Names—Ricut or PartnersHip To Trape-Name. 
Inasmuch as a trade-name or a trade-mark is part of the good- 
will in the assets of a partnership, such partnership has the right to 
their use until the termination thereof. 












In equity. Action for unfair competition. From a decision 
dismissing the complaint on the merits and restraining plaintiff, 
Palu, from using the trade-name of defendant corporation, said 
plaintiff appeals. Reversed and new trial ordered. 





Argued before Fincn, P. J., and Merrett, O’Mattey, SHEer- 
MAN, and Town _ey, JJ. 


Arthur N. Seiff, of New York City (Murray A. Meyerson, of 
New York City, on the brief), for appellant. 

Maury M. Kotz, of New York City (William J. McArthur, 

of New York City, on the brief), for appellee. 
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James O’Mattey, J.: The action was brought by the plaintiff 
copartnership and the individual partner, Harry Palu, to enjoin 
defendant, among other things, from using its corporate name and 
a certain trade-mark. 

The plaintiff, Palu, and one Frederick Bolves had engaged 
in business as partners under the firm name of Bolves Bros. One 
Alex Bolves, who had been a former partner, protested against 
the continuance of the family name. Thereupon Palu and Fred- 
erick Bolves agreed to change the name of the partnership to 
Lincoln Metal Weather Strip & Screens Company. 

The complaint is predicated upon allegations that the plain- 
tiff Palu had devised the trade-mark involved, lending it to the 
partnership, and that such trade-mark was to remain the individual 
and sole property of the plaintiff and to be returned to him at the 
termination of that partnership. With respect to the use of the 
name as distinguished from the mark, the complaint contains 
allegations to the effect that a former employee, one Sarri, without 
justification, left the employ of the partnership, and is, with others, 
in control of the defendant corporation, formed solely for the 
purpose of usurping the name so as to deceive and confuse the 
customers of the plaintiff. 

The answer puts in issue material portions of the complaint, 
and contains a defense and counterclaim. This counterclaim is to 
the effect that, when the partnership agreement was entered into 
between Palu and Frederick Bolves under the name of Bolves 
Bros., it was agreed that, upon dissolution, the trade-name of 
Bolves Bros. and any and all trade-marks should belong to Fred- 
erick Bolves. It is further pleaded that, at the time of the adop- 
tion of the trade-name by the partnership of Lincoln Metal Weather 
Strip & Screens Company, it was mutually agreed between Fred- 


erick Bolves and Palu that, upon dissolution of the partnership, such 


trade-name and all trade-marks used in connection with the said 
business should belong to, and be the sole property of, Frederick 
Bolves, who would then have the sole right to continue the business 
under such name and the sole right to use any and all trade-marks 
adopted and used by that firm. The counterclaim further sets forth 
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that the mark in question was designed by Frederick Bolves. After 
setting forth the dissolution of the partnership on or about Jan- 
uary 22, 1929, by mutual consent, and the discontinuance of the 
partnership business except for the purposes of completing certain 
contracts, it is alleged that the defendant corporation was organized 
to protect the rights of Frederick Bolves. 

In dismissing the complaint and awarding judgment in favor 
of the defendant on its counterclaim, the learned justice at Special 
Term has found that the agreement set forth in the counterclaim 
to the effect that, upon dissolution of the partnership, the firm name 
and trade-marks used in connection with its business should belong 
to Frederick Bolves, was, in fact, made. 

We are of opinion that findings to this effect may not be sus- 
tained. It is true that issues of fact arose upon the trial as to 
whether Palu or Frederick Bolves was the originator of the firm 
name and trade-mark. There was, however, not the slightest proof 
of the agreement, so far at least as the firm name is concerned. 
It is true that there is evidence to show that Frederick Bolves 
ordered the cut for the trade-mark, and that he designed the 
same, and that he personally paid therefor. He also stated that 
it was agreed that he should own the cut. All this, however, falls 
short of proving an agreement that the mark itself should on dis- 
solution of the partnership belong to Frederick Bolves, individually 
and solely. 

Even if the agreement set forth in the counterclaim had been 
proved, it still remains conceded that the partnership, while it 
lasted, had the right to use the name and the mark. Neither Fred- 
erick Bolves nor any one else would have the right thereto until 
the partnership had actually been terminated. This would not 
have occurred until the winding up of the partnership affairs had 
been completed. Section 61, Partnership Law. 

The record, though unsatisfactory in many respects, shows 
that for at least six months after the breaking up of the partner- 
ship some time in January, 1929, both partners continued to issue 
checks under the partnership name in payment of its debts; that 
the bank account was still maintained in the partnership name, 
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and there was also proof that the partnership was still doing busi- 
ness to some degree, at least, at the time the counterclaim was 
interposed. 

In the circumstances, the trade-name and trade-mark being 


part of the good-will and assets of the partnership, it had the 
right to their use until the termination in good faith of the dis- 
solution proceedings, particularly if such use was necessary thereto. 


It was error, therefore, to grant the defendant corporation, the 
creature of Bolves, an injunction restraining the partnership from 
the use of the partnership name and trade-mark. It does not appear 
how far the liquidation of the partnership assets has progressed. 
It well might be that the final winding up of the business would 
result in a sale of sufficient of the assets of the partnership, together 
with its good-will, to justify a transfer of the trade-name and/or 
trade-mark to the purchaser. Such transfer would be legal. Slater 
v. Slater, 78 App. Div. 449, 80 N. Y. S. 363, modified and affirmed 
175 N. Y. 148, 67 N. E. 224, 61 L. R. A. 796, 96 Am. St. Rep. 605 ; 
Matter of Brown’s Will, 242 N. Y. 1, 8, 9, 150 N. E. 581, 44 
A. L. R. 510. This, of course, would not follow if, as a matter of 
fact, it is finally determined that Bolves had a special agreement 
with Palu with respect to the right to the firm name and trade-mark 
upon dissolution. 

On the other hand, because of the unsatisfactory state of 
the record, we are not in a position to determine whether the 
partnership is still sufficiently engaged in business so as to justify 
an injunction against the defendant in the use of a name so similar 
to that of the partnership. The similarity is so close that unfair 
competition would result if the partnership is still engaged in 
business for the purpose of liquidation, since both concerns are in 
the same line and defendant is dealing with former customers of 
the plaintiff. 

For like reasons we cannot upon the record here presented 
determine whether plaintiff is entitled to other injunctive relief to 
any extent, because of the alleged enticing of customers by a former 
employee and his use of the knowledge of the partnership business, 
gained through his employment. 
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For the reasons indicated, the judgment appealed from must 
be reversed and a new trial ordered, with costs to the appellant to 
abide the event. 

Judgment reversed, and a new trial ordered, with costs to the 
appellant to abide the event. Order filed. All concur. 


Teras v. GATZOULAS, ET AL. 
(135 So. Rep. 693) 


Court of Appeals of Louisiana, Second Circuit 


July 14, 1931 


Trape-Marks anp ‘Trape-Names—“Coney Istanp” ror I.uncn Stanps— 

DescriprivE AND GEOGRAPHICAL TERM. 

Plaintiff, who operated a lunch and refreshment stand featuring 
the name “Coney Island,” could not on the ground of prior use, restrain 
defendants, similarly engaged, from using said name, as the words 
“Coney Island” are geographical, and, moreover, descriptive of the 


class of food sold by the parties. 
In equity. Action to enjoin use of trade-name. From a deci- 
sion dismissing the complaint, plaintiff appeals. Affirmed. 


M. C. Redmond, of Monroe, La., for appellant. 
Lester & Madden, of Monroe, La., for appellee. 


Wess, J.: Plaintiff and defendants operate lunch stands 
in the City of Monroe, La., where they sell sandwiches and soft 
drinks; there is displayed a sign on the windows of each of the 
stands in which the words “Coney Island” are used, the respective 
signs reading as follows: 


Coney Island 
5c 


Stand 
5c Sweet Milk 5c 
Hot Dogs 
5c Coney Island 5c 
Hot Dogs 
5¢ 


In the present action plaintiff alleged that the words “Coney 
Island” were used and adopted as a trade-name under which he 
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had operated his lunch stand over a long period prior to the time 
defendants had opened their stand; and that he (plaintiff) had 
built up and established a lucrative business under that name; and 
he sought to have defendants restrained from displaying the words 
“Coney Island” on their stand and to recover damages alleged 
to have been sustained from the wrongful use of the alleged trade- 
name of plaintiff by the defendants. 

Defendants denied plaintiff's allegations and pleaded that the 
words “Coney Island,” as used, were descriptive of the food sold 
by each of the parties and could not be appropriated as a trade- 
name; and, further, that, if plaintiff operated his lunch stand under 
the name of “Coney Island Stand,” he did so in violation of Act 
No. 64 of 1918, and could not have acquired any proprietary right 
in said name. On trial, judgment was rendered rejecting plaintiff's 
demands, and he appeals. 

As appears, the basis of plaintiff's suit is that he had conducted 
his business under the trade-name of “Coney Island Stand,’ under 
which name he had built up and established a lucrative business, 
and that he had acquired a proprietary right in the name which he 
was entitled to protect as against defendants, who had subsequently 
opened a light lunch stand on which they had displayed a name 
similar to that adopted by plaintiff as his trade-name. 

Passing any question as to the right of plaintiff to acquire a 
right of property in a trade-name, without complying with the 
provisions of Act No. 64 of 1918, as amended by Act No. 303 
of 1926, which prohibits any one from conducting a business under 
any name other than the real name of the person owning the 
business, which was raised by the pleadings, but not pressed here, 
we are of the opinion that the evidence shows that plaintiff could 
not appropriate the words “Coney Island” as a trade-name. 

“Coney Island” is a geographical name, and it is generally 
held that such names cannot be appropriated as a trade-name. 
But, aside from that, the evidence shows that the words ‘Coney 
Island’”’ are commonly used by persons who operate lunch stands 
such as that operated by the parties, and their patrons, as descrip- 
tive of an article of food or sandwich which the evidence shows 
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was sold by both plaintiff and defendants; and that such stands 


are commonly referred to as “Coney Island Stands.” 
We are, therefore, of the opinion that, under the evidence, 
the words “Coney Island’ should be considered as descriptive of 


the business in which plaintiff was engaged and of the class of 
food sold by him, and that such words could not be appropriated 
as a trade-name (R. C. L., vol. 26, p. 852, § 28), and that defend- 
ants, by displaying on their lunch stand the words “Coney Island,” 
which, as shown by the evidence, related to the class of food sold 
by them, did not infringe upon any right of plaintiff. 

The judgment appealed from is affirmed, at appellant’s cost. 


JarvaisE ACADEMY OF Beauty CULTURE, ET AL. V. St. Pavur 


INsTITUTE OF CosMETOLOGY, INC., ET AL. 
(237 N. W. 183) 


Supreme Court of Minnesota 


June 12, 1931 


Trapve-Marks AND Trape-Names—Derinition—“De Gutte.” 

A trade-name is not strictly a trade-mark, but is generally gov- 
erned as to its use and transfer by the same rules as a trade-mark. 
The name “De Guile,” used in connection with a beauty shop, held 
to be a trade-name. 

‘Trave-Marxks—AssiGN MENT—GOopD- WILL. 

The sale of property and good-will of an established business 
includes the trade-names and trade-marks used therewith, unless the 
contrary is shown. 

Unrair Competirion—Use or Trape-NamMe. 

The use by defendants in their business. of the name “De Guile,” 
after the conveyance to them of the business and good-will formerly 
identified by such name, was not unfair competition. 


In equity. Action for unfair competition. From an order 


denying their motion for new trial, plaintiffs appeal. Affirmed. 


Louis Sachs, of Minneapolis, Minn., for appellants. 
David London and L. W. Crawhall, both of Minneapolis, 
Minn., for respondents. 


Ousen, J.: Plaintiffs appeal from an order denying their 
motion for a new trial. 
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The action is one to enjoin the defendants from using the name 


“De Guile,” or “Madame De Guile,” in connection with the opera- 


tion of a school and shop in St. Paul for training persons desiring 
to engage in the beauty shop business. There is also in the com- 
plaint a claim for recovery of damages for the alleged unauthorized 
use of these names. But it is conceded that no actual damages 
were proved, and no claim is now made on that ground. 

The court made findings of fact and conclusions of law in 
favor of defendants. The only question raised here by the record, 
assignments of error, and arguments, is whether the findings of 
fact made by the trial court, or the decisive findings so made, are 
sustained by the evidence. We do not attempt a recital of all 
the evidence, but the following may be stated: The individual 
plaintiff, whose legal name, at the time of the commencement 
of the action and for some years prior thereto, was Florence Nichols, 
had, in the year 1924, established what she named and advertised 
as “De Guile’s Beauty Shop and School,” in the City of St. Paul. 
Her mother, Mrs. Gile, and her sister, Mrs. Skelton, were asso- 
ciated with her in the business, but what their interest was does 
not appear. She had, prior to that time, established and was 
operating, and continued to operate, a like school, under the same 
or a similar name, in Minneapolis. She had for some time been 
using the names “De Guile’’ and “Madame De Guile,’ and con- 
tinued so to use these names in advertising and operating the two 
schools, apparently to characterize the system used or the pro- 
prietorship thereof, or as business names. She was quite generally 
known and referred to as “Madame De Guile,” although De Guile 
was never her legal name. In 1925 she organized the defendant 
corporation, St. Paul Institute of Cosmetology, Inc., and sold and 
transferred to the corporation the business, good-will, and all 
things pertinent and incidental thereto, of the business known as 
“De Guile’s Beauty Shop and School” in St. Paul. The transfer 
was made in consideration of the issuance to her of all the shares 
of stock of the corporation (500 shares) except that she caused 
two qualifying shares to be issued to her sister and mother. After 
such transfer, the St. Paul business was continued by the corpora- 
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tion and was operated and advertised as a De Guile school. In 
1927, Florence Nichols appears to have transferred her stock to 
her mother, Ida E. Gile. Later, the stock of the corporation and 
the business in St. Paul were acquired by the defendant Nelson, 
and the business has since been conducted by the defendant corpo- 
ration and controlled by her or by parties to whom she has since 
transferred part or all of the stock of the corporation. The 
St. Paul school has continued to use the name “De Guile” to some 
extent as a designation or description of its business. In 1928, 
Florence Nichols, under the name of Florence De Guile, entered 
into a written contract with the plaintiff corporation, Jarvaise 
Academy of Beauty Culture, operating a school in Minneapolis, 
whereby she granted to that corporation the exclusive right to the 
use of the name “De Guile,” excepting only the school conducted 
under that name in St. Paul. In that contract the name is referred 
to as a trade-name. 

The trial court found that, by the sale and transfer of the 
business, good-will, and all things pertinent and incidental to the 
business of the De Guile Beauty Shop and School, in St. Paul, 
to the defendant corporation, the plaintiff, Florence Nichols, had 
transferred to said defendant the property and the right to use 
the trade-name “De Guile’ in operating its shop and school in 
St. Paul. It also found that the plaintiff, Florence Nichols, is the 
owner of and has the right to use the names “De Guile” and 
“Madame De Guile” except that the defendant corporation has 
also the right to use the name “De Guile’ in connection with its 
business in the City of St. Paul. The court accordingly held that 
plaintiffs were not entitled to any relief. These findings by the 
court, if sustained by the evidence, are decisive of the case. 

1. That the name in question was a trade or business name is 
sufficiently shown. It was used as a distinguishing name for the 
shop and school and was not the legal name of any person connected 
with the business. Mrs. Nichols’ adoption of the name for business 
purposes was but the adoption of a trade-name. The court was 
justified in holding that it was a trade-name. 
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2. A trade-name, while not strictly a trade-mark, is generally 
governed as to its use and transfer by the same rules as a trade- 
mark; 26 R. C. L. 8380; Laughman v. Piper, 128 Pa. 1, 18 A. 415, 
5 L. R. A. 599. 

8. The sale or transfer of the property and good-will of an 
established and going business includes trade-names and _ trade- 
marks used in that business. Twin City Brief Printing Co. v. 
Review Publishing Co., 1389 Minn. 358, 166 N. W. 413, L. R. A. 
1918D, 154 [18 T.-M. Rep. 137]; Terry v. Cooper, 171 Ark. 722, 
286 S. W. 806, 48 A. L. R. 1254; Howie v. Chaney, 143 Mass, 592, 
10 N. E. 713, 58 Am. Rep. 149; Russia Cement Co. v. Le Page, 
147 Mass. 206,17 N. E. 304, 9 Am. St. Rep. 685; Detroit Creamery 
Co. v. Velvet Brand Ice Cream Co., 187 Mich. 812, 153 N. W. 
664 [5 T.-M. Rep. 353]; Belding’s Cleaners & Dyers v. Belding, 
245 Mich. 243, 222 N. W. 82; Wright Restaurant Co. v. Seattle 
Restaurant Co., 67 Wash. 690, 122 P. 348 [2 T.-M. Rep. 197]; 
Listman Mill Co. v. William Listman Milling Co., 88 Wis. 334, 
60 N. W. 261, 43 Am. St. Rep. 907. 

The name of a newspaper is in the nature of a trade-mark and 
passes by an assignment of the business and good-will of the news- 
paper. Seabrook v. Grimes, 107 Md. 410, 68 A. 888, 16 L. R. A. 
(N. S.) 483, 126 Am. St. Rep. 400. 

All rights in trade-marks possessed by one who transfers to 


another the business in which such trade-marks are used will, in 


the absence of evidence to the contrary, be assumed to have passed 


by the transfer. Laughman’s Appeal (Piper v. Laughman), 128 
Pa. 1, 18 A. 415, 5 L. R. A. 599. 

A transfer of the business and good-will of a hotel carries 
with it the right to continue to use the name thereof. Mossop v. 
Mason, 18 Grant Ch. 458. 

A lessee of a theater was entitled to continue to use the name 
of the theater. Booth v. Jarrett, 52 How. Prac. (N. Y.) 169. 

Of course, a transfer might be so restricted or made under 
such circumstances as to show that trade-names or trade-marks 


were not included. 
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4. The court was justified in finding that the defendant cor- 
poration had the right to use the name “De Guile” as a trade- 
name in connection with its shop and school in St. Paul. Defendant, 
Nelson, is not shown to have used the name otherwise than in the 
business of the corporation, while controlled by her. 


It appeared in the evidence that, after the action was com- 
menced the shop and school in St. Paul had been sold and trans- 


ferred to another corporation. As that corporation is not a party 


to this action, that transfer requires no consideration. 

The finding that, by the transfer to defendant corporation 
of the De Guile Beauty Shop & School in St. Paul, the defendant 
corporation acquired the right to use the name “De Guile” in 
connection with that shop and school in St. Paul is sustained by 
the evidence. 

5. The findings we have considered are decisive of the case, 
and where the decisive findings are sustained by the evidence and 
sustain the conclusions of law, it is not error for the court to refuse 
to strike them out or refuse to make additional or substituted find- 
ings or conclusions. 

6. Plaintiffs’ counsel argues that the name “De Guile’ is 
the personal name of Mrs. Nichols and that she could not be 
deprived of its use. There are two answers: (1) The court, on 
sufficient evidence, has found that the name is not her personal 
name, but a trade-name; (2) the court has not deprived her of any 
use of the name. She could not use her personal name, if it were 
such, in connection with a shop in St. Paul in which she has no 
interest. 

It is also claimed that the use of the name by defendants 
amounted to unfair competition. The defendants having the right 
to use the name in connection with the St. Paul school, the evidence 
fails to show any use thereof which would amount to unfair com- 
petition. 

Order affirmed. 
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DEcISIONS OF THE COMMISSIONER OF PATENTS 






Conflicting Marks 






Krnnan, F. A. C.: Held that applicant is not entitled to 
register, as a trade-mark for vegetable oil substitute for lard, the 
mark consisting of the notation “Silvex” with a small fanciful 
figure placed thereover, in view of the prior adoption and use by 
opposer of the term “Selex”’ as a trade-mark for cooking fats. 

The ground of the decision is that the goods are of the same 
descriptive properties and the marks as applied thereto are con- 











fusingly similar. 

In his decision, after stating that the circumstances have been 
shown to be such that any doubt must be resolved against the 
later comer and stating that the question of a patent taken out by 








the opposer and subsequently held to be invalid has no bearing 






upon the question involved here and that neither the validity of the 






opposer’s mark nor the bearing of his rights thereon of certain prior 






registrations are matters to be considered in the opposition, the First 






Assistant Commissioner said: 







It is considered the applicant has approached too near the opposer’s 
mark; that confusion is probable; and that the applicant having an 
unlimited field from which to choose a mark should have selected one 
farther removed from that in use by the opposer.’ 
















Kinnan, F. A. C.: Held that applicant is not entitled to 
register the term “Radorite’ as a trade-mark for radiator cleaning 
compound and rust preventive, in view of the prior adoption and 
use by O. K. Bachmann, of Los Angeles, Calif., of the term 
“Raderine” as a trade-mark for a similar compound. 

In his decision, after stating that the testimony showed that 
the opposer was the first in the field and noting applicant’s argu- 
ment as to the alleged descriptiveness of the word “radi,” and also 
noting that the Court of Customs and Patent Appeals held that 
a group of letters or syllables forming part of a trade-mark could 


*The Procter & Gamble Co. v. Vegetable Oil Products Co., Inc., 156 
M. D. 718, August 5, 1931. 
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not be properly held to be common unless that syllable or word 
was descriptive alone, the First Assistant Commissioner said: 

The two marks here under review look somewhat alike, are spelled 
somewhat alike, have a similar significance, and when pronounced sound 
somewhat alike. Each has three syllables, the first two differing only in 
one letter, and the last or third syllables differing only in one letter. 
“Rador” and “Rader” are substantially the same while “ite” and “ine” 


are quite similar. As a result the marks considered as a whole are deemed 
confusingly similar. 


Kinnan, F. A. C.: Held that applicant is not entitled to 
register, as a trade-mark for coal, the words “Marathon Coal Best 
in the Long Run,” in view of the prior adoption and use by 
opposer of the same mark with the exception of the word “Coal,” 
used upon carbon or water-white burning-oils, refined and semi- 
refined petroleum, etc., and the use in a number of other marks 
relating to petroleum products of the word “Marathon” and the 
use of the slogan “Best in the Long Run” upon carbon or water- 
white burning-oils, etc., and the registration of a number of these 
marks. 

In his decision, after pointing out the substantial identity of 
the marks, the First Assistant Commissioner stated that the only 
question was whether the goods of the parties were of the same 
descriptive properties. He then stated that the testimony showed 
that fuel oil is semi-refined petroleum and, therefore, is included 
in the goods noted in one of the registrations and that the testimony 
showed that the opposer had used the mark upon fuel oil, and 
referred to a number of decisions which had been cited, including 
that of Cross v. Williams Oil-O-Matic Heating Corporation, 48 F. 
(2d) 659, — C. C. P. A. — [21 T.-M. Rep. 246] (not yet pub- 
lished in the Official Gazette), in which the court held that devices 
for automatically feeding coal to furnaces constituted goods of the 
same descriptive properties as devices for feeding fuel oil to 
furnaces, and he said: 


It is held that the goods of the applicant and those of the opposer 
possess the same descriptive properties and belong to the same class as 
these terms are defined in the adjudicated cases made of record in this 
proceeding. These cases are deemed to fully establish that the office 


* Bachmann v. Werfelman, 156 M. D. 724, August 10, 1931. 
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classification is not controlling upon the question of what goods possess and 
what do not possess the same descriptive properties.® 


Moore, A. C.: Held that applicant is not entitled to register, 
as a trade-mark for wall board and thermal insulation, the term 
‘“Kanetex”’ in view of the prior adoption and use by opposer of the 
term “‘Celotex’’ as a trade-mark for the same class of goods. 

In his decision, after referring to certain decisions of the 
Court of Customs and Patent Appeals in which the marks “Flame- 
tex,’ “Opal-Tex” and ‘“Fir-Tex” were, respectively, held confus- 
ingly similar to “Celotex,” the Assistant Commissioner said: 


There is no greater distinction between the applicant’s mark “Kane- 
tex” and the opposer’s mark “Celotex” than there is between the marks 
involved in each of the above decided cases, and I am of the opinion that 
said decisions of the Court of Customs and Patent Appeals are con- 
trolling in the instant case.* 


Moore, A. C.: Held that applicant is not entitled to register, 
under the Trade-Mark Act of 1905, as a trade-mark for sorim, a 


mark consisting of three stripes of equal width in the selvage, 


spaced from each other by stripes of contrasting appearance, in 
view of the previous registration (No. 233,326) to another of a 
mark for two-ply cotton-yarn marquisettes, consisting of three 
stripes woven into the selvage. 

The ground of the decision is that the goods are of the same 
descriptive properties and the marks as applied thereto confusingly 
similar. 

With respect to the goods he said: 


As to the respective goods, while they are specifically different from 
each other, yet they fall within the same class. (Citing decisions.) 


As to the marks he said: 


The similarity of the two marks is believed to be such as to be likely 
to cause confusion or mistake in the mind of the public as to the origin 
or ownership of the goods. While there are specific differences between 
the marks, yet such differences would not be apt to attract the attention 
or to be remembered by the average member of the purchasing public.’ 


* Transcontinental Oil Co. v. Harlan-Wallis Coal Corp., 156 M. D. 727, 
August 11, 1931. 


* The Celotex Company v. John H. Mitchell, 156 M. D. 738, September 9, 
1931. 


* Ex parte Boott Mills, 156 M. D. 736, September 25, 1931. 





DECISIONS OF THE COMMISSIONER OF PATENTS 


Name of Applicant 


Moorr, A. C.: Held that applicant is not entitled to register, 
under the Trade-Mark Act of 1905, the word “Vogue” as a trade- 
mark for golf balls since that name is merely the name of the 
Vogue Company. 

In his decision, after referring to the prohibition in Section 5 
of the Trade-Mark Act against the registration of the name of a 
corporation and the discussion of that section by the Supreme 
Court in the case of the American Steel Foundries v. Robertson, 
Commissioner of Patents, and Simplex Electric Heating Company, 
342 O. G. 711, 269 U. S. 872 ([13 T.-M. Rep. 289] 48 S. Ct. R. 
160), the Assistant Commissioner said: 


Obviously the applicant’s mark so closely resembles the corporate 
names above referred to as to be likely to produce confusion as to the 
identity of such corporations. The decision of the Examiner of Trade- 


Marks is clearly supported by the law, as interpreted by the Supreme 
Court.® 


Name of Individual 


Kinnan, F. A. C.: Held that applicant is not entitled to 
register the term “Paul Jones” as a trade-mark for shoes since it 
appears from the opposition that that is the name of the opposer 
and further that he is an officer of a company engaged in manufac- 
turing shoes. 

In his decision, after stating the facts as above noted, the First 
Assistant Commissioner said, with reference to the question of 
injury: 


Under these circumstances it is thought the opposer would clearly 
enough be damaged by the registration of his name as a trade-mark in 
connection with goods of the character which he and the applicant are both 
engaged in manufacturing and selling. 


He then, after noting the prohibition of the statute against the 
registering of the name of an individual, said: 


That the name sought to be registered is not formed in any particular 
or distinctive manner seems quite apparent. (Citing decisions.) It has 
been held over and over again that a mere name not distinctively written, 
etc., is not registrable as a trade-mark. It does not even appear to be 


* Ex parte Vogue Rubber Company, 156 M. D. 735, September 23, 1931. 
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material whether the name may have some other possible significance. 
(Citing decisions.) 

With reference to the argument that the name sought to be 
registered is the name of the famous naval officer, John Paul Jones, 
he said: 


The name of the distinguished naval officer is not the name which the 
applicant seeks to register even though in some literature or publications 
a part of the name of the naval officer has been omitted. The applicant, 
plainly enough, is seeking to register for use on boots and shoes the name 
of the opposer who is an officer of a company engaged in the manufacture 
and sale of boots and shoes. 

With reference to the brief filed on the appeal by the opposer, 
after noting that in that brief photostats of publications were in- 
cluded in support of the argument that the name of the naval 
officer was John Paul Jones and that opposer had moved to strike 
the brief from the record on the ground that the evidence had not 
been introduced at the proper time and after citing certain decisions 
of the Court of Customs and patent appeals, he said: 

The motion is granted to the extent that no consideration has been 
or will be given the brief.’ 


Non-conflicting Marks 


Kinnan, F. A. C.: Held that applicant was entitled to regis- 
ter, under the Act of 1920, the term “Kling” as a trade-mark for 
dental powder for holding false teeth securely and that the regis- 
tration which he obtained (now owned by The Cummer Products 
Company ) should not be cancelled, notwithstanding the prior adop- 
tion and use by I. Putnam, Inc., of the term “Klutch” as a trade- 
mark for the same goods and the registration of that mark under 
Act of 1905. 


In his decision, after noting that the registration in question 
was obtained under the 1920 Act, which was in effect a holding 
that that word was descriptive of the goods upon which it was 
used, and that the claim that the registrant had had exclusive use 
of the mark during the year immediately preceding its application 
for registration was not questioned, the First Assistant Commis- 
sioner said: 


* Paul Jones v. Nath’l Fisher & Co., 156 M. D. 731, August 13, 1931. 
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In consequence, it not only has the right to use this descriptive term, 
but it now has the right under its registration to exclude others from 
using it unless such right interferes with the right of the petitioner. 
Under these conditions it is not thought the petitioner should extend its 
right to exclusive use of the word “Klutch” as a trade-mark upon these 
goods to bar the respondent from using the word “Kling.” The two 
terms or marks have something in common, it is true, as to significance, 
but that significance is descriptive when applied to the respondent’s mark. 
In a general way and viewed in their entirety the marks are clearly dis- 
tinguishable and it is not considered confusion in trade is probable.* 


Kinnan, F. A. C.: Held that applicant is entitled to register, 
as a trade-mark for shoes, the words “Quality Five” appearing 
upon the upper part of a shield beneath which there is a scroll, 
notwithstanding the prior use by opposer of the mark “The Friendly 
Five” as a trade-mark for the same goods. 

The ground of the decision is that, in view of the fact that the 
word “Five” merely refers to the price of the shoes and is, there- 
fore, descriptive, the marks are not confusingly similar. 

In his decision, after stating that the opposer used its mark 
prior to the use of the mark by the applicant and noting that in 
the specimens filed with the opposition the notation “$5” appears 
with the words “The Friendly Five,’ and that a number of marks 
had been registered in which the notation “$5” had been used, the 
First Assistant Commissioner said: 

It is considered plain enough that this word, as used in the marks, 
is descriptive of a character or quality of the goods and incapable of 
exclusive appropriation by either party. The fact has not been overlooked 
that the question here is one of probable confusion when the marks are 
viewed in their entirety and that prior registrations have little to do with 
this question. It would seem quite improbable when the wholly dissimilar 
significance and appearance of the marks are considered there is any 


likelihood of conflict. Customers, it is believed, would attach to the word 


“Five” no trade-mark significance but merely that of an indication of the 
price of the goods.” 


Non-conflicting Mark and Name 


Kinnan, F. A. C.: Held that applicant is entitled to regis- 
ter, as a trade-mark for a large number of medicinal preparations, 
the notation “U-CO” notwithstanding the opposition of The Up- 


‘I. Putnam, Inc. v. Sidney N. Amster, 156 M. D. 716, August 4, 1931. 
® Jarman Shoe Co. v. J. W. Carter Co., 156 M. D. 730, August 11, 1931. 
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john Company based primarily upon the ground that confusion 
is likely between that mark and its name. 

In his decision, after stating what the testimony shows with 
relation to the time when the opposer first commenced business and 
its alleged use of the letter ‘“U” in connection with “CO” or “Co.” 
and its alleged use of the notation “Anti-C-U” and pointing out 
there had been no such use established prior to applicant’s date of 
use except a transient use upon bottle corks and noting that there are 
other drug companies the names of which commence with the 
letter “U,” the First Assistant Commissioner said: 


From this review of the record it seems clear the opposer has aot 
proved use from a time preceding the entrance of the applicant in the 
field of the mark adopted by the applicant or any mark at all similar to 
it, nor that the opposer company is known or is designated in the trade 
as the “U Co.”; and, finally, that there are other manufacturing phar- 
macists whose trade or company name comprises a single word beginning 
with “U.” 


And then, after referring to the decision of the Supreme Court in 
the Simplex Case (American Steel Foundries v. Robertson, Commis- 


sioner of Patents, 8342 O. G. 711, 269 U. S. 872 [16 T.-M. Rep. 
51]), he said: 


It is considered that so far as the record shows the letter “U” not 
only has never become so identified with the opposer “that whenever 
used it designates to the mind of the public that particular corporation” 
but it is not shown that as used by the applicant this letter has the effect 
of designating the opposer company.” 


* The Upjohn Company v. Nathaniel J. Segal, 156 M. D. 719, August 6, 
1931. 





